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Summary of Facts and Subm ssi ons

2934.D

In its decision T 1054/96 (Transgenic pl ant/ NOVARTI S
QJ EPO 1998, 511), Technical Board of Appeal 3.3.4
referred the follow ng points of |aw to the Enl arged
Board of Appeal under Article 112(1)(a) EPC

(1)

(2)

(3)

(4)

To what extent should the instances of the EPO
exam ne an application in respect of whether the
clains are allowable in view of the provision of
Article 53(b) EPC that patents shall not be
granted in respect of plant varieties or
essentially biological processes for the
production of plants, which provision does not
apply to m crobiol ogical processes or the products
t hereof, and how should a claimbe interpreted for
this purpose?

Does a claimwhich relates to plants but wherein
specific plant varieties are not individually
clainmed ipso facto avoid the prohibition on
patenting in Article 53(b) EPC even though it
enbraces plant varieties?

Shoul d the provisions of Article 64(2) EPC be
t aken into account when considering what
clainms are all owabl e?

Does a plant variety, in which each individual

pl ant of that variety contains at |east one
specific gene introduced into an ancestral plant
by reconbi nant gene technol ogy, fall outside the
provi sion of Article 53(b) EPC that patents shal
not be granted in respect of plant varieties or
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essentially biological processes for the
production of plants, which provision does not
apply to m crobiol ogical processes or the products
t her eof ?

The application in suit before the referring Board
relates to the control of plant pathogens in
agricultural crops. It contains clains to transgenic
pl ants conprising in their genones specific foreign
genes, the expression of which results in the
production of anti pathogenically active substances, and
to met hods of preparing such plants. The plants
according to the invention are able to kill or inhibit
the grom h of pathogens. The referring Board considers
t he above questions relevant to any assessnent of the
patentability of the cl aimns.

In so far as they are relevant to this decision, the
considerations of the referring Board may be summari sed
as foll ows:

Product clainms to plants

The product clains of the application in suit covered
pl ants which m ght or mght not belong to a plant
variety. In examning a claimfor the purpose of
Article 53(b) EPC, the claimhad to be construed in the
same way as when considering novelty or inventive step.
The normal principle for these latter purposes was that
a patent was granted for everything falling within the
scope of the claim If a claimalso covered varieties,
then the patent was granted also for varieties. In so
far as a potential enbodi nent was a variety, it was not
pat ent abl e.
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Board 3.3.4 could not accept the appellant's argunent
that a claimconprising nore than a single variety was
perm ssible. It did not appear to the Board to conply
with the normal rules of logic. If the argunent were
accepted, the prohibition of Article 53(b) EPC coul d be
avoi ded by drafting a claimto a plant with sone
characteristics of any actual enbodi nent |eft
unspeci fi ed. The concept that specific enbodi nents of
an invention, nanely the actual plant varieties, should
not be patentable, but that it should be possible to
have a broad claimto plants, the scope of which would
i nclude all such varieties, was a notion quite alien to
patent law in general. It would | eave a fundanent al
anomaly at the heart of patent lawas it related to

pl ants.

The |l egislative history suggested that all problens
posed by the patenting of self-reproducing living
organi sns at the |evel of higher plants or aninmals were
sinply to be by-passed by excluding themfrom
patentability under the EPC. At the tinme the Strasbourg
Pat ent Convention and the EPC were drafted, it was

I nconcei vable that varieties could be obtained with the
hel p of techniques including m crobiol ogical steps.
Thus, the legislator could not have intended that plant
vari eties shoul d be patentable as products of

m cr obi ol ogi cal processes. A genetically-engi neered

pl ant variety bore no relation to what was originally
meant by the product of a m crobiological process,
whereas it was virtually indistinguishable in type from
conventional |l y-produced plant varieties. The
prohibition in Article 53(b) EPC rather suggested an
intention to exclude plant varieties fromprotection
until such tinme as the |egislator reconsidered the
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matter. Conparing the provisions of Article 52(2) and
Article 53(b) EPC, the Board considered that only the

| att er exclusion concerned devel opnents falling into
the | egal category of inventions. The case | aw of the
Boards of Appeal in cases relating to Article 52(2) EPC
did not offer a useful analogy to the |egal status of
pl ant varieties. It concerned situations where subject-
matter excluded only "as such” under Article 52(3) EPC
was used as part of a conbination, which as a whole
could be considered to be an invention. Rather, the
case lawrelating to Article 52(4) EPC was consi dered
rel evant which found net hods, although not expressly
directed to a nethod of treatnent of the hunman body,
unpatentable for the very reason that they could al so
serve as therapeutic nethods of treatnent of the human
body which were excluded from patentability. Even if
one essential historical reason for the exclusion of

pl ant varieties was the prohibition of double
protection in Article 2(1) of the Internationa
Convention for the Protection of New Varieties of

Pl ants (UPOV Convention), this did not necessarily | ead
to the conclusion that in the application of

Article 53(b) EPCits plain wording was to be

di sregar ded.

The nere fact that a plant variety was obtained by
nmeans of genetic engi neering was no reason to give the
producer of such a variety a privileged position.
Granting patents for new types of plants devel oped
since Article 53(b) EPC was enacted, in order to neet
the interests of the inventors active in this new
field, was a matter for a revision conference of the
Contracting States, since it would extend the scope of
the EPC beyond that originally agreed. Furthernore, it
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appeared to be inconsistent with subsequent practice as
illustrated by the UPOV Convention 1991 and the
Communi ty Regul ation on Community Plant Variety R ghts,
bot h of which provided for the protection of plant
varieties produced by genetic engineering. Fromthe
draft EC Bi otechnology Directive it could be understood
that, in all cases where a concept of genetic

engi neering applicable to nore than one variety was the
i nvention, the resulting products should be patentable,
even if they were plant varieties. This would lead to
the conclusion that the appellant's "nore than one

vari ety approach” woul d be nost conpatible with the
draft Directive. On the other hand, it could al so be
consi dered that the draft Directive would be satisfied
by permtting clains to the process resulting in the

pl ant .

Clainms for essentially biological processes

Wth regard to the questi on whether a process can be
defined as an essentially biological process excluded
under Article 53(b), first half-sentence, EPC, the
referring decision considers three approaches:

(a) By analogy wth the case law applying to
Article 52(4) EPC, only processes conprising
excl usi vel y non-bi ol ogi cal process steps could be
consi dered as non-essentially biological within
the neaning of Article 53(b) EPC

(b) In T 320/87, it was held that the decision had to
be taken on the basis of the essence of the
invention taking into account the totality of
human i ntervention, and its inpact on the results
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achi eved. As discussed in T 356/93, this would
have the consequence that a process containing at
| east one essential technical step, which could
not be carried out w thout human intervention and
whi ch had a decisive inpact on the final result,
did not fall under the exclusion.

(c) To escape the prohibition of Article 53(b) EPC,
t he approach adopted in Article 2 No. 2 of the
draft EC Bi otechnology Directive would require at
| east one clearly identified non-biol ogi cal
process step but would allow any nunber of
addi tional essentially biological steps.

The referring Board saw no conflict between, on the one
hand, the plant variety indirectly enjoying patent
protection under Article 64(2) EPC as the direct

product of a patented process for the production of the
variety and, on the other hand, the plant variety as
such not being patentable under Article 53(b) EPC
Therefore, nethod clains for the manufacture of plants
shoul d not be examined as to their patentability in the
light of Article 64(2) EPC

I n conclusion, the position of Board 3.3.4 may be
summari zed as foll ows:

Question 1
Product cl ai ns:
Irrespective of the wording used in a claim it was

necessary to decide whether the claimwas in whole or
in part directed to subject-matter for which a patent
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shoul d not be granted. The fact that plant varieties
were covered by a claimcould not be ignored. For the
pur pose of Article 53(b) EPC, a claimwas to be
construed in the same way as when considering novelty
and inventive step. If a potential enbodi nent was a
plant variety, it was not patentable.

Essentially biol ogi cal processes

The Board did not state a preference for any one of the
t hree approaches outlined in the referring decision to
deci di ng whet her a process can be defined as an
essentially biological process.

M crobi ol ogi cal processes and their products

Cenetically engineered varieties were covered by the
prohi bition on granting patents for plant varieties
under Article 53(b) EPC even if the variety should in
sone sense be considered the product of a

m cr obi ol ogi cal process.

Question 2

According to the normal rules of logic, it could not be
deduced fromthe plain wording of Article 53(b) EPC
that a patent should not be granted for a single plant
variety but mght be granted if its claimcovered nore
than one variety.

Question 3

Met hod clainms for the manufacture of plants shoul d not
be exam ned as to their patentability in the |[ight of
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Article 64(2) EPC, ie clains for the manufacture of
pl ants by means of genetic engineering were allowabl e.

Question 4

Pl ant varieties obtained by neans of genetic
engi neering did not fall outside the exclusion from
patentability in Article 53(b) EPC

V. The appellant in T 1054/ 96 suggested answering the
questi ons posed as foll ows:

Question 1

The instances of the EPO were obliged to take into
account relevant provisions of internationa

conventions in their interpretation of the EPC, such as
Article 53(b) EPC. Thus, the interpretation of the EPC
needed to be brought into line with the terns of the EC
Bi ot echnol ogy Directive.

Question 2

A claimthat did not specifically relate to plant
varieties but to transgenic plants having certain
features was allowable in the case of an invention the
technical feasibility of which was not confined to a

particul ar plant variety.
Question 3
Article 64(2) EPC should not be considered a bar to

patentability when a clai mwas concerned that rel ated
to a nethod for the production of transgenic plants.

2934.D Y A
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Question 4

The reconbinant origin of a plant did not make any
di fference to the questi on whether or not a plant
variety was excluded frompatentability by

Article 53(b) EPC.

In support of its position, inter alia the appellant
descri bed the approach taken by the referring Board as
an "infringenent test”, holding a claimas a whol e not
patentable if it covered an enbodi nent which was
excluded from patentability by Article 53(b) EPC. Such
an approach woul d contradict the practice of the EPO of
granting clains which m ght enconpass aesthetic
creations explicitly excluded frompatentability
according to Article 52(2) EPC. Simlarly, aclaimto a
gene woul d be excluded under the Board's approach, if
the protection extended to a plant variety carrying the
gene as now specifically laid down in Article 9 of the
EC Bi ot echnol ogy Directive. In exam ning the exanples
in the description, the Board failed to exam ne whet her
the contribution to the art in the application as a
whol e was a true generic invention. If a technica
teachi ng was applicable to plants in general and was
not restricted to the provision of one specific plant
variety, the applicant should be entitled to broad
clainms defining this technical contribution, regardl ess
of whether these clains al so enbraced plant varieties.
Sui generis protection for individual plant varieties
coul d not give adequate protection for the broadly-
appl i cabl e technical teaching. In its conmunication
acconpanyi ng the sunmons to oral proceedings,

Board 3.3.4 had nentioned the need to prevent

di scrim nation agai nst plant breeders: actually the
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Board had interpreted Article 53(b) EPC nore narrowy
than the interested plant breeders' groups ever had,
di scrim nating agai nst technical inventors whose
teachi ngs coul d be exploited by plant breeders w thout
remuner ati on.

From a technical point of view, Board 3.3.4 was not
correct in assumng that a stable insertion of a
desired gene into an existing plant variety would | ead
to another variety which differed fromthe
untransforned starting material only in the desired
feature. After the stable integration of the introduced
DNA i nto the genone, several steps of crossing and
back-crossing were necessary to arrive at a honpbgeneous
pl ant which m ght represent a variety.

In discussing the "nore than a single variety"

approach, the referring Board did not take due account
of the neaning of the notion of plant variety for the
rel ati onshi p between patent protection and sui generis
plant variety rights. As was evident from decision

T 49/ 83, the crucial issue was whether a specific
techni cal teaching could, in principle, be protected as
subj ect-matter under the special plant varieties
protection schene. |If yes, no protection was avail abl e
under Article 53(b) EPC. If not, the teaching had to be
viewed as subject-matter eligible for patent

protection.

The President of the EPO took the foll ow ng position:

Question 1

Pr oduct cl ai ns
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The term "plant variety" had to be ascertai ned by
relying on definitions developed in the plant breeders'
rights system The subject-matter excluded by

Article 53(b) EPC was the sane as the subject-matter
prot ectabl e under that system A group of plants nerely
characterised by one or nore single feature(s) fel

short of qualifying as a plant variety. The excl usion
of plant varieties should not be extended to cover

ot her product inventions related to plants.

Essentially biol ogi cal processes

A process for the production of plants was essentially
biological if it consisted entirely of natura
phenonena, these being understood as including the

nmet hods used by conventional plant breeders, such as
crossing or selection.

M crobi ol ogi cal processes

A m crobi ol ogi cal process for the production of plants
was pat ent abl e.

Question 2

A cl ai m whi ch enbraced plant varieties w thout claimng
themindividually did not fall under the exclusion in
Article 53(b) EPC.

Question 3

Article 64(2) EPC should not be taken into account when
consi dering what clains are allowabl e.
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Question 4

Plant varieties were not patentable even if produced by
a m crobiol ogi cal process, by nodern genetic technol ogy
or by a process which was not essentially biological.

Many statenents pursuant to Article 11b of the Rul es of
Procedure of the EBA were fil ed.

Statements in favour of the patentability of

clains conprising transgenic plants were filed by

prof essi onal groups in the industrial property field
(epi, CIPA, Deutsche Vereinigung fur gewerblichen
Recht sschutz und Ur heberrecht [ Fachausschufld fur

Pfl anzenzichtungen]), Industry G oups (UN CE,

Bi ol ndustry Associ ation [UK], European Crop Protection
Associ ation), applicants active in the field of plant
breedi ng (PGS, Monsanto) and attorneys.

In general, they stressed that Article 52(1) EPC
expressed the general principle that patents shoul d be
granted for any inventions. Exceptions to this

princi ple should be construed narrow y.

The wording of Article 53(b), first half-sentence, EPC
allowed different interpretations. In interpreting the
provision, its purpose and the intention of the

| egi slator had to be taken into account. Apparently,
the legislator did not intend to exclude plants in
general, otherwise the term"plant varieties" would not
have been used to define the field of exclusion. The
provi sion was intended to i nplenent the ban on doubl e
protection contained in the UPOV Convention 1961
However, it was not its purpose to exclude subject-
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matter not eligible for protection under the plant
breeders' rights system In particular, it could not
have been the intention of the legislator to exclude
transgenic plants frompatentability since it was not
technically feasible to produce such plants at the tine
the EPC was drafted. Therefore, the term plant
varieties in Article 53(b) EPC had the sane neani ng as
in the UPOV Convention and the excluding provision
should only apply if such varieties were clained per

se. Inventions in the field of genetic engi neering of
plants had to be considered technical subject-nmatter.
The essence of the invention concerning a transgenic

pl ant was the preparation of the DNA construct which
was m crobiological in nature. To discrimnate against

i nventors investing their tinme, effort and resources in
the production of inproved plants would deprive them of
the justified return on their investnent.

Regardi ng question 3, it was submtted that

Article 64(2) EPC was related to infringenent
proceedi ngs to be dealt with by national |aw and that
the provision was no basis for restricting subject-
matter eligible for patent protection.

In sone statenments, the view was taken that nethods of
genetic engineering had to be consi dered

m crobi ol ogi cal processes within the nmeani ng of
Article 53(b), 2nd hal f-sentence, EPC. Plant varieties
produced by such processes should not fall within the
excl usion of the 1st hal f-sentence of that

Article since the provision was not restricted to the
products directly obtained by a m crobiol ogi ca
process. The opposite view was based on the argunent
that a m crobi ol ogi cal process neant a process
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i nvol ving or perfornmed upon or resulting in

m crobi ol ogi cal material. According to these criteria,
a m crobiol ogi cal process could not result in a plant
variety. Special treatnent of genetically-produced

pl ant varieties was not justified.

The follow ng statenents objecting to the patentability
of clains conprising transgenic plants were fil ed:

The Community Plant Variety Ofice (CPVO preferred the
approach according to which a claimcovering, or
potentially covering, a plant variety should be

rej ected whether or not the variety was the product of
a m crobiol ogi cal process. The exclusion of plant
varieties frompatentability would be seriously
undermned if it could be circunvented sinply by
formulating clains sufficiently wiwdely to avoi d express
reference to an individual plant variety. On the other
hand, the CPVO stated that they had no difficulty with
t he acceptance of clains in relation to plant materi al
not in the fixed formof a plant variety which would
admt the possibility of protecting a plant variety
containing a patented invention. There was a conflict
between Articles 53(b) and 64(2) EPC and it shoul d not
be possible to circunvent the forner by relying on
Article 64(2) EPC if the product of a clainmed process
was a plant variety. There was no choice but to take
Article 64(2) EPC into account when considering whet her
a claimwas "in respect of" a plant variety. If this
was the case the claimshould be rejected.

Greenpeace submtted that it was not adm ssible to
ci rcunvent the exclusion in Article 53(b) EPC by
di sguising clainms to plant varieties by use of broader
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terns such as plants, species or seed. A narrow
interpretation of the provision, allowing clains to

pl ant varieties, would be contrary to both its wording
and its purpose. Nor was it possible to consider

pl ants, plant varieties or seed as the product of a

m cr obi ol ogi cal process. Furthernore, the patenting of
pl ant varieties was contrary to the position taken by
several Contracting States, in particular Germany. In
addition, the patenting of seed woul d have negative
soci al and econom ¢ consequences; it would especially
di sadvantage farners and traditional plant breeders.
Such consequences had to be considered in the franmework
of Article 53(a) EPC

I ndi vidual s and groups commtted to the protection of
the environnent or animals and simlar goals filed over
600 letters. The letters expressed in general terns,
and to a large extent in identical wording, the concern
of their authors about the grant of patents for aninals
and plants. They supported the approach taken in

T 356/93 and T 1054/96, arguing that the patenting of

pl ants and animals would be contrary to the wordi ng of
Article 53(b) EPC and, therefore, contra | egem

Reasons for the Deci sion

2934.D

The referral of the points of law is adm ssi bl e under
Article 112(1)(a) EPC

Question 1 is very broad. It overlaps wth questions 2
to 4 and covers nunerous aspects of the exam nation of
inventions in the field of higher life forns. It seens
preferable, therefore, first to deal with the nore
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specific questions 2 to 4. The answers to those
questions will denonstrate that a separate answer to
guestion 1 is not required. As concerns the
interpretation of the term"essentially biol ogica
processes", see point 6 below Although the referral is
consi dered adm ssible, it does not followthat all the
guestions posed need to be answered in the sane degree
of detail.

Question 2

Cl ains conprising but not individually claimng plant

varieties and Article 53(b), 1st hal f-sentence, EPC

I n considering whether the condition in Article 53(b),
1st hal f-sentence, EPC that "the patent is in respect
of plant varieties" is fulfilled, the referring Board
makes a di stinction between a substantive and a litera
approach. According to the substantive approach as
proposed in the referring decision, a patent is said to
be granted in respect of plant varieties if a
claimcovers plant varieties (Reasons, point 16).
According to the alternative literal approach

Article 53(b) EPC is satisfied if the words "plant
variety" do not appear in a claim

Clearly, it is not the wording but the substance of a
claimwhich is decisive in assessing the subject-nmatter
to which the claimis directed. However, it does not
follow that the subject-matter of a claimmy be
equated with the scope of a claim In assessing the
subject-matter of a claim the underlying invention has
to be identified. In this respect, it is relevant how
generic or specific the clainmed invention is. An
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I nventor who has invented fastening neans characteri sed
in that they consist of a specific material has

i nvented neither a nail, nor a screw, nor a bolt.

Rather his invention is directed to fastening neans
generally. This is not a question of form but of
substance: the applicant may claimhis invention in the
br oadest possible form ie the nost general formfor
which all patentability requirenents are fulfilled. If
he has made an invention of general applicability, a
generic claimis not the consequence of the verba

skill of the attorney, as the referring decision seens
to suggest (Reasons, point 20), but of the breadth of
application of the invention.

In the referring decision, it is expressly stated that
the invention can be carried out by nodifying plants
which may or may not be varieties (Reasons, point 12,
13). Furthernore, it is assunmed that one of the nmain
applications of the clained subject-matter is plant
varieties (Reasons, point 11). The referring decision
does not give any indication that carrying out the
invention is restricted to individual varieties to be
nodi fi ed. Nor does the decision suggest that the result
of the nodification by genetic transformation is
necessarily a plant variety.

Varieties have been generally considered to be the
result of the breeding process (cf Boringer, Industria
Property Rights and Bi ot echnol ogy, Plant Variety
Protection No. 55, June 1988, page 45, point 1.1). In
essence, this neans they are the result of the
processes of selection and crossing, including nodern
techni ques such as cell fusion which do not occur under
natural conditions. This seenmed self-evident so | ong as
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breedi ng was the only way to obtain new plants. The
case |l aw of the EPO has found, drawing on Article 2(2)
of the UPOV Convention 1961, that plant varieties neans
a "multiplicity of plants which are largely the sane in
their characteristics and remain the sane within
specific tolerances after every propagati on or every
propagati on cycle" (T 49/83, Propagating materi al/Cl BA-
GEl GY, QJ EPO 1984, 112, Reasons, point 2, confirned in
T 320/ 87, Hybrid plants/LUBRI ZOL, Q) EPO 1990, 71
Reasons, point 13). Under Article 1(vi) of the UPOV
Convention 1991, plant varieties are defined as
fol | ows:

"Variety neans a plant grouping within a single

bot ani cal taxon of the | owest rank, which grouping,

i rrespective of whether the conditions for the grant of
a breeder's right are fully net, can be

- defined by the expression of the characteristics
resulting froma given genotype or conbi nation of
genot ypes,

- di stingui shed fromany other plant grouping by the
expression of at |east one of the said
characteristics and

- considered as a unit with regard to its
suitability for being propagated unchanged;”

The definitions in Article 5(2) of the EC Regul ati on on
Community Plant Variety R ghts as well as under

Rul e 23b(4) EPC, which entered into force on

1 Septenber 1999, are identical in substance. The
reference to the expression of the characteristics that
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results froma given genotype or conbination of
genotypes is a reference to the entire constitution of
a plant or a set of genetic information. (Van der
Kooij, Introduction to the EC Regul ati on on Pl ant
Variety Protection, London 1997, Article 5,

par agraph 2; see also Byrne, Commentary on the

Subst antive Law of the UPOV 1991 Convention, London
1991, page 20 ff).

In contrast, a plant defined by single reconbi nant DNA
sequences is not an individual plant grouping to which
an entire constitution can be attributed (Westhoff-
LeRBmann- Wir t enber ger, Handbuch zum deut schen und

eur opai schen Sortenschutz, Wi nheim 1999,

paragraph 116). It is not a concrete living being or
groupi ng of concrete living beings but an abstract and
open definition enbracing an indefinite nunber of

i ndividual entities defined by a part of its genotype
or by a property bestowed on it by that part. As
described in nore detail in the referring decision, the
clainmed transgenic plants in the application in suit
are defined by certain characteristics allow ng the
plants to inhibit the growth of plant pathogens
(Reasons, point 11, Annex |, point 8). The taxononic
category within the traditional classification of the
pl ant ki ngdomto which the clainmed plants belong is not
specified, let alone the further characteristics
necessary to assess the honogeneity and stability of
varieties wthin a given species. Hence, it would
appear that the clainmed invention neither expressly nor
inplicitly defines a single variety, whether according
to the definition of "plant variety" in Article 1(vi)
of the UPOV Convention 1991, or according to any of the
ot her definitions of "plant variety" nentioned above.
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This also neans that it does not define a nultiplicity
of varieties which necessarily consists of severa

i ndi vidual varieties. In the absence of the
identification of specific varieties in the product
clains, the subject-matter of the clainmed invention is
neither limted nor even directed to a variety or
varieties.

However, this does not answer the question whether or
not the exclusion in Article 53(b), 1st hal f-sentence,
EPC applies: the provision "European patents shall not
be granted in respect of plant varieties" has to be
interpreted. According to the referring Board, it would
be illogical to hold that those words nean that a
patent shoul d not be granted for a single plant variety
but m ght be granted if its clains were to cover nore
than one variety (Reasons, point 36).

The referring Board saw no alternative, when exam ning
a claimfor the purpose of Article 53(b) EPC, to
construing the claimin the sane way as when

consi dering novelty and inventive step (Reasons,

poi nt 15). For the sake of clarity, it should be noted
that the approach taken by the referring Board is not
an "infringenent test", contrary to the appellant's
subm ssions. In order to exclude from patenting

subj ect-matter which is not novel or inventive, al
enbodi nents within the clainms nust be exam ned. In
contrast, the question of infringenent arises when a
specific enbodinent is alleged to be within the scope
of the clainmed invention. In this case, the features of
the all egedl y-infringi ng enbodi nent have to be conpared
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wth the features of the relevant claimaccording to
the rules of interpretation applied by the Courts
responsi bl e for deciding on infringenent cases. This
may i nclude exam ni ng whether a feature of the claimis
realized in equivalent form

The referring Board cane to its concl usion w thout
refuting an argunent based on the wordi ng of the

provi sion: whereas the exclusion for processes is
related to the production of plants, the exclusion for
products is related to plant varieties. The use of the
nore specific term"variety" within the sane half-
sentence of the provision relating to products is
supposed to have sone neaning. If it was the intention
to exclude plants as a group enbracing in genera
varieties as products, the provision would use the nore
general termplants as used for the processes.

In addition, the referring decision touches on the
questi on whether its approach would apply not only to
clains for plants enbracing plant varieties but also to
clainms for genes contained in plant varieties (Reasons,
point 22). Indeed, it can be seen as the |ogica
consequence of the referring Board' s viewpoint that any
genetic material for introduction into a plant would
have to be excluded from product protection.

Furt hernore, the approach taken by the referring Board
cannot be applied consistently to all requirenents for
patentability. It may be hel pful to |ook at the

nei ghbouring exclusion in Article 53(a) EPC and ask
what the situation would be if a claimwere to cover
sonething inmmoral or contrary to "ordre public".
Suppose that a clained invention defined a copying
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machine with features resulting in an inproved

preci sion of reproduction and suppose further that an
enbodi nent of this apparatus could conprise further
features (not claimed but apparent to the skilled
person) the only purpose of which would be that it
shoul d al so all ow reproduction of security strips in
banknotes strikingly simlar to those in genuine
banknotes. In such a case, the clained apparatus would
cover an enbodi nent for producing counterfeit noney
whi ch coul d be considered to fall under Article 53(a)
EPC. There is, however, no reason to consider the
copyi ng machine as clained to be excluded since its

i nproved properties could be used for many acceptabl e
pur poses.

A simlar situation concerning the requirenent of
sufficient disclosure in Article 83 EPC may be found in
t he case | aw concerning bi otechnol ogi cal inventions. In
decision T 361/87 of 15 June 1988 (not published in QJ
EPO), it was decided that the non-availability of sone
particularly effective strains in a class of

m croorganisns is imuaterial so |long as other suitable
strains are available to the skilled person. This neant
that a claimdirected to the use of the whole class of
m cr oorgani sns coul d be granted, although specific
strains conprised in this class were not available to
the public. In other words, although specific

enbodi nents covered by the claimcould not be carried
out, the claimwas held allowable (see also T 292/ 85,
Q) EPO 1989, 275, Pol ypeptide expressi on/ GENENTECH 1).
Hence, the anonmaly assuned by the referring Board does
not exist. Rather, the exanples show that the rule
assuned by the referring Board that an invention is not
pat ent abl e because it covers an enbodi nent whi ch does
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not fulfil the requirenents for patentability is not

wi t hout exception. Therefore, the answer to the
guestion "which interpretation is the correct one?" has
to be given in the light of the context as well as the
obj ect and purpose of the provision. It nay al so be
observed that, in the parallel situation of animals in
T 19/90 (QJ EPO 1990, 476, Onco-nouse/ HARVARD, Reasons,
point 4.8), the refusal of the application on the
ground that the patenting of animls was excluded under
Article 53(b) EPC was set aside and the case was
referred back to the Exam ning Division to exam ne

whet her the subject-matter of the application was an
ani mal variety.

The referring decision states correctly that

Article 53(b) EPC is derived fromArticle 2(b) of the
Strasbourg Patent Convention (SPC). The historica
background may contribute to an understandi ng of
Article 53(b) EPC since the provisions on patentability
t hereof follow closely the correspondi ng provisions in
the SPC (Haertel, Minchner Genei nschaftskonmentar zum
EPU, Ei nfuhrung, Minchen 1984, Geschichtliche

Ent wi ckl ung, paragraph 28; Mbusseron, Traité des
Brevets, Paris 1984, paragraph 145, at page 165). The
provi sion on plant varieties in the SPC, however,
differs in an inportant respect fromits counterpart in
the EPC. whereas in Article 53(b) EPC plant varieties
are excluded, Article 2(b) SPC stipulates that "the
Contracting States shall not be bound to provide for
the grant of patents in respect of plant varieties"
(enphasi s added). In other words, the EPC opted for a
particul ar approach, whereas the SPC | eft the matter
open to national |egislators as one of severa
possibilities.
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Thi s open-ended approach in the SPC was provided in
order to solve a dilemma for the |egislator which would
ot herwi se have exi sted: on the one hand, SPC
Contracting States are obliged under Article 1 SPC to
grant patents for any inventions which are susceptible
of industrial application, which are new and invol ve an
i nventive step. On the other hand, UPOV nenber States
were all owed under Article 2(1) UPOV Convention 1961 to
recogni se the right of the breeder by the grant of
either a special plant breeders' right or of a patent;
however, sinultaneous protection for the sane botanica
genus or species was not allowed. This so-called ban on
dual protection (abandoned in the UPOV Convention 1991)
made it necessary for nenber States of the Council of
Europe to exclude patent protection for varieties for
whi ch plant breeders' rights were obtainable
(Mousseron, supra, paragraph 429, at page 449; Cernmany:
Denkschrift zum Stralburger Patent dberei nkonmen,

Bundest agsdrucksache 73712, zu Artikel 2, page 379, 1st
par agr aph). Thus, under the SPC, plant varieties were
not regarded per se ineligible for patent protection.
Rat her, this question was | eft open intentionally
(Denkschrift, supra, page 378, last full paragraph).

It was clear at the tine that processes for the
production of higher life fornms and the products

t hereof involved special problens concerning the
criteria for patentability, in particular, as regards
reproduci bility. However, in different European
countries, patents were granted for varieties (for
Germany see Wiest hoff, Bi ol ogi sche Erfindungen im
Wandel der Rechtsprechung, GRUR 1977, 404, at page 407;
for other countries see Neuneier, Sortenschutz und/oder

Pat ent schutz fir Pflanzenzichtungen, Koéln 1990,
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page 31 ff). In inplenenting Article 2(b) SPC, severa
Contracting States excluded the grant of patents only
for varieties included in the |ist of varieties annexed
to the Plant Varieties Protection Law (Bel gi um

Article 4(1) n° 1 de la loi du 28 Mars 1984; GCermany:

8§ 1(2) Nr. 2 PatG 1968 idF des Sortenschutzgesetzes v.
20. Mai 1968; France: Art. 7(2), paragraphe 4, de la
loi n° 68-1, comme nodifiee par |"Art. 34 de la | oi

n° 70-489; Spain: Art. 5(1)(b) of the Law 11/1986 on
Patents. See al so G-oups Reports on Question 93 -

Bi ot echnol ogy, Al PPl Annuaire 1987/V). The UPOV
Convention 1961 did not oblige its nmenber States to
protect varieties belonging to all botanical genera and
species but provided in its Article 4 for the
progressive application of its provisions. Therefore,
in the early years of UPOV, plant breeders' rights were
only available in respect of a few species in the above
countries, whereas in respect of the majority of
species patentability was not excluded. In summary, it
is clear fromArticle 2(b) SPC and its inplenentation
by sonme of its Contracting States that this provision
was not based on the concept that there should be no
patent protection for plant varieties. Rather, it was

i ntended to ensure that Contracting States shoul d not
be bound to grant patents for subject-matter for which
patents were excluded under the ban on dual protection
in the UPOV Convention 1961. This | eaves open the
questi on whet her the purpose of Article 53(b) EPC
differs fromthe correspondi ng SPC provision

Wien the legislator drafted the requirenents for
patentability in the EPC, the basis was the

har noni zati on al ready achi eved by the SPC in the
framewor k of the Council of Europe (Menorandum on the
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setting up of a European systemfor the grant of
patents, Doc. BR/ 2/69, section Il.1; Reports on the
Prelimnary Draft Convention for a European System for
the Grant of Patents, Luxenbourg 1970, General Report,
point 5; Article 10(b) of this Draft is identical with
the final version of Article 53(b) EPC). In the early
ni net een sixties, the work on both Conventions
proceeded in parallel. Wiereas it was possible for nost
provi sions of the SPC concerning patentability sinply
to be transferred to the EPC, this was not the case
with Article 2(b) SPC since a choice had to be nade
whet her or not to nmake use of the possible exclusion of
patents in respect of plant varieties. It was not
appropriate for the legislator to allow the grant of
patents for plant varieties in general because sone EPC
Contracting States offered plant variety protection
under the UPOV-System and were prevented under the ban
on dual protection fromgranting patents. Nor was it
possi bl e under the EPC to excl ude patent protection
only in respect of those varieties for which a plant
breeders' right was avail able (the approach taken by
Bel gi um GCernmany, France and Spain in their nationa

| egi sl ati on, see the preceding point). Plant breeders'’
rights at a European | evel were not avail able and at
the national level the availability of plant breeders'
rights differed fromcountry to country. To take
account of the specific situation in each designated
State for each individual application would have been
contrary to the principle of uniformpatent protection
in all Contracting States (cf Article 118 EPC). For

t hese reasons, the nost obvious choice was to nake ful
use of the possibility in Article 2(b) SPC to excl ude
the grant of patents in respect of plant varieties
entirely (Musseron, supra, paragraph 429, at
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page 450).

Thi s background suggests that the purpose of

Article 53(b) EPC corresponds to the purpose of
Article 2(b) SPC. European patents should not be
granted for subject-matter for which the grant of
patents was excluded under the ban on dual protection
in the UPOV Convention 1961. This is confirmed by the
brief remark in the travaux préparatoires to the effect
that the provision in the EPC sinply follows Article 2
of the Strasbourg Convention (Reports on the
Prelimnary Draft Convention, supra, Report by the
British Delegation on Articles 1 to 30, page 12,

poi nt 25).

Accordingly, inventions ineligible for protection under
the plant breeders' rights systemwere intended to be
pat ent abl e under the EPC provided they fulfilled the

ot her requirenents of patentability.

The idea that the exclusion in the EPC shoul d
correspond to the availability of protection in UPOV
was expressed in the early stages of the preparatory
work on the EPC. In the remarks on Article 12 of the
Haertel Draft 1961 proposing the exclusion of

i nventions relating to processes of breedi ng of plant
or animal varieties, it was said that it renmained to be
consi dered whether the patentability of technica
processes for breeding new plants (eg by radiation) had
to be taken expressly into the Draft or whether this
was sel f-evident from general principles. Previously,
in the "Haertel Study" of July 7, 1960 (page 13f), the
parall el work on the preparation of the UPOV Conventi on
was nentioned in connection with possible exceptions to



2934.D

- 28 - G 0001/ 98

patentability.

This corresponds to remarks nmade by Pfanner on
Article 2(b) SPC after the majority of menber States of
the Council of Europe had decided to protect plant
varieties by plant breeders' rights and not by patents
(Vereinheitlichung des materiellen Patentrechts im
Rahnmen des Europarats, GRUR Int. 1962, 545, at

page 548). Moreover, in the EEC "Patents" Wrking Party
the distinction between biol ogical and technica
breedi ng processes was al so di scussed (Report on the
5th nmeeting, Doc. |1V/2767/61, page 8). After
consultation with interested parties, it was decided to
add a clarification to Article 10b of the May 1962
Draft according to which the exclusion did not apply to
m crobi ol ogi cal processes and the products thereof
(Report on the 10th neeting, Doc. 9081/1V/ 63, page 65).
This historical background shows at |east an intention
to protect by the plant breeders' rights system

bi ol ogi cal devel opnents for which the patent system was
| ess suited (Pfanner, supra) and to keep technica

inventions related to plants within the patent system

There is nothing in the travaux préparatoires to
suggest that Article 53(b) EPC could or even should
excl ude subject-matter for which no protection under a
pl ant breeders rights' systemwas avail able. Fromthe
pl ant breeders' side, representations were al so nade
calling for the elenments of plant variety protection
and patent protection to be harnonized in such a way
that together the two forns of protection would
constitute a single conprehensive system of industria
property protection for plant innovations permtting
nei t her overl apping nor gaps in the protection of
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el igible subject-matter (Boringer, supra, at

point 3.2.3). In this respect, the purpose of

Article 53(b) EPCis quite different fromthe purpose
of Article 52(4) EPC. In the latter provision, gaps in
the protection of eligible subject-natter are

deli berately accepted in order to free fromrestraint
non- commer ci al and non-industrial nedical and
veterinary activities (G 05/83, QJ EPO 1985, 64 -
Second nedi cal indication/ElISAl, Reasons, point 27).
Therefore, the conparison drawn in the referring
decision with Article 52(4) EPC (Reasons, points 62 ff)
does not assist in arriving at the correct
interpretation of Article 53(b) EPC

It has already been stated that the subject-matter of a
cl ai m covering but not identifying plant varieties is
not a claimto a variety or varieties (see above

point 3.1). It follows that such an invention cannot be
protected by a plant breeders' right which is concerned
with plant groupings defined by their whol e genone but
not by individual characteristics (G eengrass, Recent
Phenonena in the Protection of Industrial Property,
Plant Variety Protection No. 57, 1989, page 28, at

page 57). Wereas in the case of a plant variety, the
breeder has to develop a plant grouping fulfilling in
particul ar the requirenents of honbgeneity and
stability, this is not the case with a typical genetic
engi neering invention in a claimsuch as that referred
to in question 2. The inventor in the |latter case ains
at providing tools whereby a desired property can be
bestowed on plants by inserting a gene into the genone
of those plants. Providing these tools is a step which
precedes the further step of introducing the gene into
a specific plant. Nevertheless, it is the contribution
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of the inventor in the genetic field which nakes it
possible to take the second step and insert the gene
into the genone of any appropriate plant or plant
variety. Choosing a suitable plant for this purpose and
arriving at a specific, marketable product, which wll
nostly be a plant variety, is a matter of routine
breedi ng steps which nay be rewarded by a pl ant
breeders' right. The inventor in the genetic

engi neering field woul d not obtain appropriate
protection if he were restricted to specific varieties
for two reasons: first, the devel opnent of specific
varieties will often not be in his field of activity
and, second, he would always be limted to a few

vari eties even though he had provided the neans for
inserting the gene into all appropriate plants.

The objections to patentability submtted by G eenpeace
under Article 53(a) EPC fall outside the scope of the
referred questions. The Board recogni zes that these

obj ections raise questions which are of interest to
many nmenbers of the public. It is, therefore,
appropriate to note that Article 52(1) EPC expresses
the general principle of patentability for inventions
whi ch are industrially applicable, new and inventive
(G 05/83, supra, Reasons, point 22). The EPO has not
been vested with the task of taking into account the
econom c effects of the grant of patents in specific
areas and of restricting the field of patentable

subj ect-matter accordingly. The standard to apply for
an exclusion under Article 53(a) EPC is whether the
publication or the exploitation of the invention is
contrary to ordre public or norality. Although the
positions adopted in society on genetic engineering are
controversial (see eg the contributions in Eposcript
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Vol . 1, Munich 1993, Genetic Engineering - The New
Chal I enge), there is no consensus in the Contracting
St ates condemmi ng genetic engineering in the

devel opnent of plants under the above criteria. On the
contrary, the Directive of the European Parlianent and
of the Council on the | egal protection of

bi ot echnol ogi cal inventions (No. 98/ 44/ EC of 6 July
1998 [hereinafter: Biotechnology Directive])
establishes that pronotion of innovation in this field
I s considered necessary in Europe. In particular,
Article 12 thereof takes account of the interests of

t he breeder who cannot acquire or exploit a plant
variety right without infringing a patent. Under the
condi tions of paragraph 3 of the provision, the breeder
Is entitled to a conpul sory |icence subject to paynent
of an appropriate royalty. The possibilities of the
patentee to use the patent as a neans of restricting
access to inportant breeding nmaterial are thereby
substantially restricted.

In summary, according to Article 53(b) EPC, a patent is
"in respect of plant varieties" and shall not be
granted if the clained subject-matter is directed to
plant varieties. In the absence of the identification
of a specific plant variety in a product claim the
subject-matter of the clainmed invention is not directed
to a plant variety or varieties within the neani ng of
Article 53(b) EPC. This is why it is, contrary to the
conclusions of the referring Board, in agreenent with
the rules of logic that a patent shall not be granted
for a single plant variety but can be granted if
varieties may fall within the scope of its clainms. The
conclusion of the referring Board is based on the

premi se that a claimis necessarily "in respect of" a
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certain subject if it may conprise this subject. For
Article 53(b) EPC, this interpretation is, as set out
above, at odds wth the purpose of the provision. It

di sregards the fact that Article 53(b) EPC defines the
borderline between patent protection and plant variety
protection. The extent of the exclusion for patents is
the obverse of the availability of plant variety
rights. The latter are only granted for specific plant
varieties and not for technical teachings which can be
i mpl emented in an indefinite nunber of plant varieties.
This is not a question of arithnmetical |ogic but based
on the purpose of plant variety rights to protect
specific products which are used in farm ng and

gar deni ng (Wiest hof f - LeBmann- Wir t enber ger, supr a,
paragraph 96). Simlarly, the exanple given in am cus
curiae briefs stating that polygany cannot be all owed
i f bigany is forbidden, although plausible at first

gl ance, turns out to be | ess persuasive. In the sane
way as the ban on bigany forbids marryi ng severa
persons, it is not permtted to claimseveral specific
plant varieties. It is not sufficient for the exclusion
of Article 53(b) EPC to apply that one or nore plant
varieties are enbraced or nay be enbraced by the

cl ai ns.

Question 3

The rel evance of Article 64(2) EPC

Al t hough put nore broadly, the question seens to relate
to process clains only (see Reasons, point 80, 88).
Taking as its starting point that plant varieties nust
not be covered by clains to plants, the referring Board
poses the question whether under Article 64(2) EPC
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process clains can be all owed when the product directly
obtai ned by the clainmed process is or covers a plant
variety. In the light of the answer to the preceding
question, question 3 appears to have lost its

rel evance: if a plant variety nay be covered by a
product claim there is little roomfor the argunent
that protection for the variety derived froma clained
process could be inconsistent therewith. For the

avoi dance of any doubt, question 3 is answered in
conformty with the established case | aw according to
whi ch the protection conferred by a process patent is
extended to the products obtained directly by the
process, even if the products are not patentable per se
(Case Law of the Boards of Appeal of the EPO, 3d ed.
1998, 11.B. 6.1 and 6.2). This practice takes account of
t he purpose of the provision and is in accordance with
its location in the EPC. The requirenents on
patentability to be exam ned by the EPO are contai ned
in Part 11, Chapter I EPC (Articles 52 to 57);

Article 64(2) EPC belongs to Part 11, Chapter 111,
contai ni ng provisions concerning the effects of patents
and patent applications and is to be applied by the
Courts responsi ble for deciding on infringenent cases.
The referring Board al so cones to the concl usion that
Article 64(2) EPC does not affect the exam nation of
clains for the manufacture of plants (Reasons, point
88). The protection of the product obtained by a
patented process is of particular inportance in
situations where product protection is not avail able
(Hahn, Der Schutz von Erzeugni ssen patentierter

Ver fahren, Kol n 1968, page 196 ff; Mathély, Le droit
eur opéen des brevets d'invention, Paris 1978, page 368
ff). Fromthis purpose it al so becones clear that the
protection of the product obtained by a patented
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process has nothing to do with product-by-process

cl ai ms whi ch, although containing process features,
bel ong to the category of product clains, whereas the
derived product protection is the effect of a process
claim(BGH 1 I'1C 136 - Red Dove, Reasons, 11.B.2).

Question 4

Pl ant varieties as products of processes using

reconbi nant gene technol ogy

I n answering question 4 one could consider the genetic
nodi fication of plant material to be a m crobiol ogical
process within the neaning of Article 53(b), 2nd half-
sentence, EPC. Starting fromthe assunption that
Article 53(b), 2nd hal f-sentence, EPC is |ex specialis,
it could be concluded that the lex generalis in the
first half-sentence of the provision does not apply to
situations covered by the | ex specialis.

Processes of genetic engi neering, however, are not
identical with mcrobiological processes. The term

m cr obi ol ogi cal processes in the provision was used as
synonynous W th processes using n croorgani sns.

M croorganisns are different fromthe parts of |iving
bei ngs used for the genetic nodification of plants. On
the other hand, it is true that cells and parts thereof
are treated |i ke mcroorgani sns under the current
practice of the EPO (T 356/93, Plant cells/PLANT
GENETI C SYSTEMS, Q) EPO 1995, 545, Reasons, points 32
to 34). This appears justified since nodern

bi ot echnol ogy has devel oped fromtraditiona

m crobi ol ogy and cells are conparable to unicellular
or gani sns.
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Thi s does not, however, nean that genetically-nodified
plants are to be treated as products of m crobiol ogica
processes within the neaning of Article 53(b), 2nd

hal f - sentence EPC. Such an anal ogy and fornmal use of
rules of interpretation would disregard the purpose of
t he exclusion as identified above (Points 3.6 f). The
exclusion in Article 53(b) EPC was made to serve the
pur pose of excluding frompatentability subject-nmatter
which is eligible for protection under the plant
breeders’' rights system

As al ready enphasi zed by the referring Board, it does
not make any difference for the requirenents under the
UPOV Convention or under the Regulation on Pl ant
Variety Rights, how a variety was obtai ned. Wether a
plant variety is the result of traditional breeding

t echni ques, or whether genetic engineering was used to
obtain a distinct plant grouping, does not matter for
the criteria of distinctness, honbgeneity and stability
and the exam nation thereof. This neans that the term
"plant variety" is appropriate for defining the
borderline between patent protection and pl ant

breeders' rights protection irrespective of the origin
of the variety. The argument that the |egislator of the
EPC did not envisage the possibility of genetically-
nodi fied plant varieties and for this reason could not
have had the intention of excluding themfrom
patentability cannot be accepted. Laws are not
restricted in their application to situations known to
the legislator. Since plant varieties are excluded, the
only question is the conditions under which they are
excl uded. The Enl arged Board of Appeal supports the
view of the referring Board (Reasons, point 92) that
the nere fact of being obtai ned by neans of genetic
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engi neering does not give the producers of such plant
varieties a privileged position relative to breeders of
plant varieties resulting fromtraditional breeding
only. Gven the purpose of Article 53(b) EPC,

guestion 4 has to be answered in the negative.

Article 4(1)b and (3) of the Biotechnology Drective,
usi ng | anguage corresponding to Article 53(b) EPC, is
intended to be interpreted in the sense outlined above,
since Recital 32 of the Directive postulates that a new
plant variety bred as a result of genetically nodifying
a particular plant variety is still excluded from
patent protection, even if the genetic nodification is
the result of a biotechnol ogi cal process.

Question 1

Extent of exam nation under Article 53(b) EPC

Most of the problens discussed by the referring Board
under question 1 have been dealt with in the replies to
questions 2 to 4. This is not the case with the
guestion how to deci de whether a process can be defi ned
as an "essentially biological process".

In respect of the nethod of preparing transgenic plants
clainmed in the application in suit, the referring

deci sion raised the objection that the clainms were not
cl ear and conci se because no identifiable nmethod steps
were recited (Reasons, point 23 ff.). Instead, every
nmeans of obtaining the stated plant were cl ai ned,

i ncluding "essentially biological processes for
produci ng plants" which would fall under the

prohi bition of Article 53(b), 1st hal f-sentence, EPC

I n considering the crossing step using conventiona
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breedi ng techni ques, issues arose as to what process
steps were allowable in a claimhaving regard to that
prohibition. In its observations to the Enlarged Board
of Appeal on the referring decision, the appellant
expl ai ned not having been made aware of the objections
earlier. The appellant expressed its willingness to
make the required anendnents to neet these form
objections. It may be assunmed fromthat offer that the
appellant is willing to restrict the nethod clains to
identifiable nmethod steps in order to exclude
essentially biological processes. In this situation,
the relevance to the application having given rise to
the referral of the question how to deci de whether a
process can be defined as an essentially biologica
process has not yet been clarified. To offer guidance
in this respect w thout having a sound factual basis
for doing so is inappropriate.

For these reasons, there is no need for any further
reply to question 1 beyond the answers al ready given to

guestions 2 to 4.
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O der

For these reasons it is decided that:

The questions of law referred to the Enl arged Board of Appeal
are answered as foll ows:

1. See answers to questions 2 to 4.

2. A cl ai mwherein specific plant varieties are not
individually claimed is not excluded from patentability
under Article 53(b) EPC, even though it may enbrace
pl ant varieties.

3. Whien a claimto a process for the production of a plant
variety is examned, Article 64(2) EPCis not to be
taken into consideration.

4. The exception to patentability in Article 53(b), 1st
hal f - sentence, EPC applies to plant varieties
irrespective of the way in which they were produced.
Therefore, plant varieties containing genes introduced
into an ancestral plant by reconbi nant gene technol ogy
are excluded frompatentability.

The Regi strar: The Chai r man:

J. Rickerl P. Messerl
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